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REMARKS 

Applicant has carefully studied the Office Action of January 26, 2005, and offers the 
following remarks to accompany the above amendments. 

Claims 13 and 15 are amended to make the claim terminology consistent throughout the 
claim set. The scope of the claims does not change, and no new matter is added. 

Applicant appreciates the indication of allowable subject matter in claims 4, 8, and 10-21, 
However, in light of the responses presented below, Applicant does not amend the application to 
take just the allowable subject matter at this time. 

Before addressing the rejections, Applicant provides a brief summary of the present 
invention so that the remarks are considered in the proper context. The present invention is 
designed to allow a media gateway controller in a first network to control a media gateway in a 
second network To this end, the present invention uses a control protocol to send messages 
from the media gateway controller to the media gateway. As the control protocol passes between 
the networks, the IP addresses within the control protocol message must be changed. Thus, the 
claims recite receiving a control protocol message from a node on a first IP network, translating 
an IP address within the control protocol message from the IP address associated with the first IP 
network to an IP address associated with the second IP network, and routing the control protocol 
message to a node on the second IP network. 

Claims 5 and 6 were rejected under 35 U.S.C. § 112 for allegedly failing to comply with 
the enablement requirement. Applicant herein amends claim 5 to switch the first and second 
networks. Specifically, the port now receives the control protocol message including an IP 
address associated with the first IP network, and performs NAT thereon to convert the IP address 
to an IP address in the second network before routing the message to the media gateway 
controller in the second network Applicant appreciates the Patent Office bringing this 
typographical error to Applicant's attention. As Applicant has fixed this error, Applicant 
requests withdrawal of the § 1 12 rejection, and claim allowance for clams 5 and 6 at this time. 

Claims 1, 2, 7, and 9 were rejected under 35 U.S.C. § 103 as being unpatentable over 
Zhang et aL (hereinafter "Zhang") in view of Shaffer et ah (hereinafter "Shaffer"). Applicant 
respectfully traverses. For the Patent Office to establish obviousness, the Patent Office must 
show where each and every element of the claim is taught or suggested in the combination of 
references. MPEP § 2143.03. 
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Applicant is cognizant that most inventions are combinations of pre-existing elements. 
However, one of the things that makes an invention patentable is that there is no suggestion to 
combine the pre-existing elements in the manner claimed by the invention. Unfortunately, the 
nature of examination in the Patent Office lends itself to hindsight reconstruction of the invention 
through selective extraction of the pre-existing elements from the prior ait. Such hindsight 
reconstruction is impermissible. The Federal Circuit has commented on this fact several times 
and has designed several tests to prevent such hindsight reconstruction. One of the strongest 
requirements that the Federal Circuit has imposed on the Patent Office is in the combination of 
references. To combine references, the Patent Office must do two things. First, the Patent 
Office must articulate a motivation to combine the references. Second, the Patent Office must 
support the articulated motivation with actual evidence. In re Dembiczak, 175 F.3d 994, 999 
(Fed. Cir. 1999). In Dembiczak, the Federal Circuit acknowledged that there was a wide range of 
sources that the Patent Office was entitled to use to provide actual evidence related to the 
motivation, but the Federal Circuit went on to state that the range of sources available did not 
diminish the requirement for actual evidence. Id 

As discussed above, the present invention is designed to translate control protocol 
addresses in separate IP networks. Applicant is aware that control protocol messages are 
conventional. Applicant is also aware that translating transport level addresses in a protocol 
stack is conventional. However, nothing in the references of record teaches or suggests that it is 
known or obvious to translate IP addresses within a control protocol message. The Patent Office 
cites Zhang for the proposition that translation of PPP addresses is known. As Applicant has 
repeatedly explained, the PPP address translation of Zhang corresponds to a level 2 translation 
within the protocol stack. The Patent Office then cites Shaffer for the proposition that it is 
known to have IP addresses in control protocol messages, and opines that it would be obvious to 
combine these references to show the claimed invention. This combination is improper. Even if 
the combination is proper, the combination is no better than the combinations already addressed 
and abandoned by the Patent Office because the combination does not show the claimed 
invention. That is, this rejection is essentially the same rejection as the Zhang and Cave that 
Applicant has previously refuted, with Shaffer being used in place of Cave. Even with Shaffer, 
the Patent Office still has not established that there is any suggestion to perform translation on IP 
addresses within a control protocol message. 
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Applicant initially traverses the combination of Zhang and Shaffer as improper. 
Specifically, the Patent Office has not provided any evidence to support the motivation to 
combine the references. Since the Patent Office has not provided the requisite evidence, the 
combination is improper. Since the combination is improper, the rejection is improper. 

In particular, the Patent Office opines that the combination of Zhang and Shaffer is 
obvious because it allows "a greater number of message types to be traded between the two 
participating networks." This articulated motivation is not supported with the actual evidence 
that the Patent Office is required to set forth. The Federal Circuit recognizes that the Patent 
Office has numerous possible sources for such evidence, but the Patent Office has not complied 
with the Federal Circuit's instruction. Since the Patent Office has not complied with the 
instructions set forth by the Federal Circuit, the Patent Office's combination is improper. Since 
the combination is improper, the rejection is improper, and the claims are allowable. 

Even if the combination js proper, a point which Applicant does not concede, the 
combination does not teach or suggest the claimed invention. The invention recites translating 
the IP addresses within the control protocol messages. In contrast, Zhang teaches translating 
addresses within PPP messages. The Patent Office admits that the addresses within PPP 
messages are not the same as the recited IP addresses within the control protocol messages. The 
Patent Office tries to fill the deficiency of Zhang with a citation to Shaffer, specifically, Shaf fer 
col. 2, lines 64-67 and col. 3, lines 42-53. 

Shaffer col. 2, lines 64-67 state in full: 'the network can include packet-switched 
Transmission Control Protocol/Internet Protocol (TCP/IP) and Internet Packet Exchange (IPX) 
over Ethernet, Fast Ethernet and Token Ring networks." While this passage does indicate that 
there are IP networks, there is no translation of control protocol messages in the cited passage. 

Likewise, Shaffer col. 3, lines 42-53 state in full: 

Thus, SCUI 20 interfaces to the H.245 standard which is the media control 
protocol that allows capability exchange, channel negotiation, switching of media 
modes and other miscellaneous commands and indications for multimedia 
communications, SCUI 20 also interfaces to the Q.931 protocol which defines the 
setup, teardown, and control of H.323 communication sessions. SCUI 20 further 
interfaces to the Registration, Admission, Status (RAS) protocol that defines how 
H.323 entities can access H.323 gatekeepers to perform among other things 
address translation, thereby allowing H.323 endpoints to locate other H.323 
endpoints via an H.323 gatekeeper 
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This passage indicates that there is a media control protocol (namely H.245), but again does not 
teach or suggest any sort of translation of the media control protocol. At most, the passage 
indicates that the H.323 gatekeepers perform address translation. As H.323 is an umbrella 
specification with numerous standards therewithal, there is no teaching that this translation is on 
the H.245 media control protocol Applicant notes that in this regard, Shaffer is almost identical 
to Cave, which describes a H.323 protocol. As the Patent Office has already abandoned its 
efforts to show obviousness in view of Cave and Zhang, the rejection based on Zhang and 
Shaffer is likewise deficient. Thus, even if Zhang is combined with Shaffer, there remains no 
teaching or suggestion thai it would be obvious to translate IP addresses within the control 
protocol. 

After four Office Actions, the Patent Office is still unable to show any suggestion that it 
would have been obvious to translate TP addresses within control protocol messages. Claims 1, 
7, and 9 all recite die translation of the IP address within the control protocol message and thus, 
claims 1, 7, and 9 are not obvious over the references of record. Applicant requests withdrawal 
of the rejection on this basis and claim allowance. Claim 2 depends from claim 1, and is 
patentable at least for the same reasons. 

If the Patent Office opines that it would be obvious to modify Zhang's translation of the 
PPP addresses to translation of the IP addresses within control protocol messages, Applicant 
respectfully traverses. To date, the Patent Office has provided no proof that such a modification 
is intuitive or obvious. Merely because Shaffer teaches control protocol messages and 
translation of H.323 messages at H.323 gatekeepers does not suggest translation of control 
protocol messages. Until the Patent Office can produce proof that there is a suggestion to 
translate IP addresses within a control protocol message, the modification proposed by the Patent 
Office is improper, and the claims remain non-obvious, 

Claim 3 was rejected under 35 U.S.C § 103 as being unpatentable over Zhang in view of 
Shaffer, and further in view of Cave. Applicant respectfully traverses. The standard for 
establishing obviousness is set forth above. 

Applicant initially traverses the motivation as improper since the Patent Office has not 
provided the requisite evidence to support the alleged motivation. Specifically, the Patent Office 
opines that the motivation is to provide service for multimedia communication, including 
internet telephony. There is no evidence to support this motivation. Applicant further notes that 
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the motivation does not compel the combination because Shaffer already addresses internet 
telephony (see Shaffer, col. 4, lines 4-14 which describe a caller resident on a LAN calling 
someone on the PSTN). Therefore, there is no need to add Cave to enable internet telephony. 
Since there is no need to add Cave to satisfy the motivation, the motivation is improper for this 
reason as well. Under either analysis, an improper motivation equates to an improper rejection 
arid an allowable claim 3. 

Applicant further traverses the rejection because, as previously explained, Zhang and 

Shaffer do not teach or suggest the translatibn of the control protocol message. The addition of 

i 

Cave does not cure this deficiency. Applicant has previously addressed the deficiencies of Cave 

in this regard and will not repeat them herein. Thus, in combination, the three references do not 

f 

teach or suggest the translation of IP addresses within control protocol messages, and claim 3 is 
allowable. 

Applicant requests reconsideration of the rejections in light of the remarks presented 
herein. The references of record, singly, or in combination, do not teach or suggest translation of 
IP addresses within control protocol messages. Applicant earnestly solicits claim allowance at 
the Examiner's earliest convenience. 

[ Respec£fafly\submitted, 
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